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- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 
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eamed patent term adjustment. See 37 CFR 1 .704(b). 
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1 )^ Responsive to communication(s) filed on 25 May 2005 . 
2a )□ This action is FINAL. 2b)|3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Clalm(s) 1^ is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) KI Claim(s) 1^ is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 

Status of Application 

1 . Claims 1 - 9 are pending and presented for tliis examination. 

Priority 

2. Receipt is acl<nowledged of papers submitted under 35 U.S.C. 1 1 9(a)-(d), wliicli 
papers liave been placed of record in the file. 

Information Disclosure Statement 

3. The information disclosure statement (IDS) was submitted on May 25, 2005. 
This submission is in compliance with the provisions of 37 CFR 1 .97. Accordingly, the 
information disclosure statement is being considered by the examiner. Please refer to 
applicant's copy of form PTO-1449 submitted herewith. 

Specification 

4. The disclosure is objected to because of the following informalities: p.1 line 10 
states "deformability and strenght" which is a typographical error and should state 
"deformability and strength." 

Appropriate correction is required. 
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Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sl^ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

7. Claims 1 - 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bangaru et al. (US 6,228,183 from IDS). 

In regards to claim 1, col. 1 lines 9-16, col. 5 lines 13-25 and claims 1 and 2 
of Bangaru et al. disclose a steel with an overlapping composition as shown in the table 



below. 



Element 


Claim 1 
(weight %) 


Bangaru et al. 
(weight %) 


Overlapping Range 
(weight %) 


C 


<0.15 


0.03-0.10 


0.03-0.10 


Nb 


0.04-0.10 


0.01 -0.10 


0.04-0.10 


B 


0.001 -0.005 


0.0005 - 0.0020 


0.001 -0.002 


Mo 


0.15-0.35 


0.2-0.5 


0.2-0.35 


Mn 


1.3-2.0 


1.6-2.1 


1.6-2.0 


Si 


0.15-1.30 


0-0.6 


0.15-0.6 


Al 


0.01 -0.08 


0 - 0.06 


0.01 -0.06 


N 


< 0.015 


0.001 - 0.006 


0.001 - 0.006 


Ti 


> 3.5 X %N 


0.005 - 0.03 


Meets condition of claim 1 
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Fe + impurities 


Balance 


Balance 


Balance 


Cu 




0-1.0 


0 


Ni 




0-1.0 


0 


V 




0.01 -0.10 




Cr 




0-1.0 


0 


Ca 




0 - 0.006 


0 


REM 




0 - 0.02 


0 


Mg 




0 - 0.006 


0 



In addition, Bangaru et al. teach that the low-carbon steel alloy can be used to 
fabricate linepipe which is a mechanical component and therefore the alloy is ready-for- 
use. They also teach that the steel alloy has a tensile strength of at least about 900 
MPa which satisfies the limitation of claim 1 of a tensile strength greater than 800 MPa. 
Bangaru et al. also disclose that the steel alloy has a microstructure comprising about 
50 vol% to less than 90 vol% fine-grained lower bainite, fine-grained lath martensite, or 
mixtures thereof which satisfies the limitation of claim 1 that the alloy has essentially 
bainitic structure. 

Claim 1 is a product by process claim and even though product-by-process 
claims are limited by and defined by the process, determination of patentability is based 
on the product itself. The patentability of a product does not depend on its method of 
production. If the product in the product-by-process claim is the same as or obvious 
from a product of the prior art, the claim is unpatentable even though the prior product 
was made by a different process. In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 
(Fed. Cir. 1985). See MPEP 2113. Therefore the limitations of claim 1 that the alloy 
has "elevated characteristics obtained by plastic transformation of a laminated long 
steel product" and the "long steel product being obtained from a semi-finished long 
product coming from continuous casting and hot-rolled in the austenitic range, then 
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treated thermally to obtain a balnltic or essentially balnltic structure, and worked by a 
cold or hot plastic transformation Into Its final shape" do not have patentable weight. 

Since the claimed compositional ranges for claim 1 either overlap or are within 
the ranges disclosed by Bangaru et al., a prima facie case of obviousness exists. See 
MPEP 2144.05. It would have been obvious to one of ordinary skill in the art at the time 
the invention was made to select the steel alloy composition from the steel alloy 
composition disclosed by Bangaru et al. because Bangaru et al. teach a steel alloy with 
an overlapping composition with that of claim 1 that Is also a high strength alloy. 

In regards to claim 2, claim 1 of Bangaru et al. teaches that the steel alloy has a 
microstructure comprising about 50 vol% to less than 90 vol% fine-grained lower 
balnlte, fine-grained lath martenslte, or mixtures thereof which satisfies the limitation of 
claim 2 that the alloy has essentially balnltic structure. Bangaru et al. differ from claim 2 
in that they do not disclose that the steel alloy is a rolled wire or rod, but rather teach 
that the alloy Is a steel slab or sheet. However, It would have been obvious to one of 
ordinary skill In the art at the time the Invention was made to select a rolled wire or rod 
In place of a steel slab or sheet because wires and rods are also common shapes of 
steel. Additionally, since the composition of the steel alloy recited in claim 1 is obvious 
in view of Bangaru et al., a different shape of the steel alloy does not make the alloy 
patentably distinct. See MPEP 2144.04. Claim 2 Is also a product by process claim 
and therefore the process limitations recited In the claim Including "deformed by a cold 
process according to claim 1", "from which It Is derived by plastic transformation", and 
"wire or rod treated thermally by cooling directly during Its hot rolling at a cooling rate 
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sufficient to provide it with a bainitic or essentially bainitic structure" do not have 
patentable weight. See MPEP 21 13. 

Claims 3, 4, and 5 are dependent on claims 1 , 2, and 3, respectively and are 
product by process claims. Claims 1 and 2 are obvious in view of Bangaru et al. as 
discussed above. All of the additional limitations recited in the claims 3 - 5 are process 
limitations and therefore do not have patentable weight as discussed above. See 
MPEP 2113. 

Claim 6 further limits the composition of carbon in the steel mechanical 
component of claim 1 to 0.06 - 0.10 wt%. This range still overlaps with the range of 
0.03 - 0.10 wt% taught in Bangaru et al. 

Claim 7 further limits the composition of molybdenum to ^ 0.30 wt% and the 
composition of manganese to < 1 .80 wt% in the steel mechanical component of claim 1 . 
Both of the recited composition limitations still overlap with the compositional ranges 
disclosed in Bangaru et al. of Mo: 0.2 - 0.5 wt% and Mn: 1 .6 - 2.1 wt%. 

In regards to claim 8, col. 1 lines 9-16, col. 5 lines 13-25, col. 7 lines 21 -59, 
col. 18 lines 1-15, and claims 1 and 2 of Bangaru et al. disclose a process for 
manufacturing a ready-for-use low-carbon steel mechanical component with a tensile 
strength of at least 900 MPa with an overlapping composition with that recited in claim 8 
(see table above for claim 1 for comparison). Bangaru et al. also disclose that in the 
process a long product (slab or sheet) is rolled when hot and the finish rolling 
temperature given in Pass 7 in Table 1 is 827°C which satisfies the limitation in claim 8 
of a removal temperature below 1000°C. Then the resulting rolled long product is 
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subjected to a heat treatment comprising a final slow cooling phase of a least about 
10°C./s which satisfies the limitation of a rate as low as 1°C./s recited in claim 8. The 
cooling is performed to obtain a microstructure of predominantly fine-grained lower 
bainite, fine-grained lath martensite, or mixtures thereof. Bangaru et al. also teaches 
that the steel slabs may then be subjected to plastic deformation to be formed into 
linepipe. 

Bangaru et al. differ from claim 8 in that the do not teach that the long product is 
a wire or rod. However, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to select a rolled wire or rod in place of a steel slab or 
sheet because wires and rods are also common shapes of steel. Additionally, since the 
composition of the steel alloy recited in claim 8 is obvious in view of Bangaru et al., a 
different shape of the steel alloy does not make the alloy patentably distinct. See MPEP 
2144.04. Since the claimed compositional ranges for claim 8 either overlap or are 
within the ranges disclosed by Bangaru et al., a prima facie case of obviousness exists. 
See MPEP 2144.05. It would have been obvious to one of ordinary skill in the art at the 
time the invention was made to select the steel alloy composition from the steel alloy 
composition disclosed by Bangaru et al. because Bangaru et al. teach a steel alloy with 
an overlapping composition with that of claim 1 that is also a high strength alloy. 

Claim 9 recites a long low-carbon steel product with the same composition as 
that recited in claim 1 (see claim 1 rejection). Claim 9 additionally recites that the 
product is intended for transformation into a ready-for-use mechanical component of 
elevated characteristics which is intended use and does not have patentable weight. 
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See MPEP 21 1 1 .02. However, Bangaru et al. teach that the steel alloy may be used to 
fabricate linepipe which is a ready-for-use mechanical component. Bangaru et al. differ 
from claim 9 in that the do not teach that the long product is a wire or rod. However, it 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to select a rolled wire or rod in place of a steel slab or sheet because wires and 
rods are also common shapes of steel. Additionally, since the composition of the steel 
alloy recited in claim 9 is obvious in view of Bangaru et al., a different shape of the steel 
alloy does not make the alloy patentably distinct. See MPEP 2144.04. 



Conclusion 

8. No claim is allowed. All pending claims are rejected. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CAITLIN FOGARTY whose telephone number is 

(571 )270-3589. The examiner can normally be reached on Monday - Friday 8:00 AM - 
5:30 PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vickie Kim can be reached on (571) 272-0579. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

CF 

/Vickie Kim/ 

Supervisory Patent Examiner, Art Unit 41 16 



